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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U S C 121 : 

I. Claims 1-15, and 25-30 are drawn to enzymatic and antisense nucleic acid 
molecules, wherein said nucleic acid molecules comprise any of the sequences 
defined in tables lll-VII, and cells comprising said nucleic acid molecules, 
classifiable 536/24.5 and 435/325. 

II. Claims 16-24, drawn to methods of inhibiting telomerase enzyme activity in a 
cell, and treating a patient having a condition associated with the level of TERT, 
classifiable in 514/44. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as product and process of use. The inventions can be 

shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the enzymatic and antisense nucleic acid molecules of Invention 
I may be used as probes in a method for detecting the presence of TERT mRNA in a sample. 

3. In addition to the restriction set forth above, pursuant to 35 U.S.C 121 and 37 C.F.R, 
1.141, the enzymatic and antisense nucleic acid molecules listed in the instant claims are further 
subject to restriction. 

Claim 1, and those claims dependent thereon, are drawn to enzymatic nucleic acid 
molecules comprising any of the ribozyme sequences defined in tables III, IV, V, and VII. These 
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tables, in combination, recite over 2,000 individual sequences. Claim 3, and those claims 
dependent thereon, recite enzymatic nucleic acid molecules comprising any of the DNAzyme 
sequences defined in table VI, which comprises about 947 individual sequences. Claim 4 is 
drawn to an enzymatic nucleic acid molecule comprising sequences that are complementary to 
any of substrate sequences defined in tables 111- VI, again corresponding to over 2,000 individual 
sequences. Claim 5 is drawn to an antisense nucleic acid molecule comprising a sequence 
complementary to any of the substrate sequences shown in Tables III- VT The substrate nucleic 
acid sequences and ribozyme sequences set forth-in Tables 1II-VII comprises over 2,000 
individual sequences combined. Each of these nucleotide sequences are considered to be 
structurally independent and distinct even though they each target the same gene, since each of 
these nucleic acid molecules have a unique nucleotide sequence and each targets a different and 
specific region of the gene. Furthermore, a search of all the nucleotide sequences in Tables III- 
VII recited in claims 1, 3-5, and those claims dependent thereon, presents an undue burden on 
the Patent and Trademark Office to search and examine all of the recited sequences. 

As per M.P.E.P. 2434, "the Commissioner has partially waived the requirements of 37 
C.F.R. 1.141 and will permit a reasonable number of such nucleotide sequences to be claimed in 
a single application. Under this policy, in most cases, up to 10 independent and distinct 
nucleotide sequences will be examined in a single application without restriction. Those 
sequences which are patentably indistinct from the sequences selected by the applicant will also 
be examined/' In view of the foregoing, in addition to electing either invention II or I, applicants 
are required to elect up to 10 nucleotide sequences from Tables 111- VII. 
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4. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined, and an election of up to 10 representative nucleic acid 
molecules from Tables III- VI I to be searched with the elected invention, even though the 
requirement be traversed (37 CFR 1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Objection 

6. Claims 1, 3-5, and 25-28 reference one or more of tables I1I-VII. The instant claims are 
objected to for failing to recite the appropriate sequence identifiers. According to 37 CFR 1.821 
through 1.825, Applicants are required to assign a sequence identifier (SEQ ID NO) for every 
disclosed unbranched nucleic acid sequence of 10 or more nucleotides and list these sequences 
individually in a Sequence Listing as a separate part of the disclosure. 

Additionally, see MPEP § 2173.05(s) which states "[wjhere possible, claims are to be 
complete in themselves. Incorporation by reference to a specific figure or table "is permitted 
only in exceptional circumstances where there is no practical way to define the invention in 
words and where it is more concise to incorporate by reference than duplicating a drawing or 
table into the claim. 11 In the instant case, according to the sequence rules under 37 CFR 1 .82 1 - 
1.825, the appropriate sequence identifier, i.e. SEQ ID NO, should reference sequences recited in 
a claim. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L Epps whose telephone number is 703-308-8883. The 
examiner can normally be reached on Mondays through Friday, 9:00AM to 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John LeGuyader can be reached on (703)-308-0447. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-305-7939 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Janer L. Et 



ipps, 
^Patent Exam/rfe, 
May 16, 2002 " 




